
The Technology Transfer Office’s Dilemma 
 

In the interest of full disclosure, I am a Vice-President of Rembrandt IP Management, LLC, which 
assists patent owners, including universities, to monetize their patents. 

 
I want to pose what I think is a typical conflicted scenario for tech transfer officers.  A professor 

comes to your office and tells you that a patent she invented is being widely infringed and is earning a 
huge amount of money for those companies which are using the patented technology.  She urges you to 
find ways to recoup fair value on that patent for the university, and her because she gets a share of any 
patent monetization revenue, as well as to provide her recognition for her invention.  

 
This is a complex problem which most tech transfer offices face.  The problem is that the professor is 

not the only stakeholder whose interests you have to take into account.  There are also those who 
donate money to the university and/or grantors of research funds to the university, neither of whom 
may want the university to sue companies which are committing the infringement.  There are university 
administrators who have an interest in maximizing revenue for the university, being sensitive, however, 
to the desires of the donors and grant providers and the reputation of the university.  Not only are these 
other stakeholders’ interests and views important to take into account; unfortunately, their interests 
and views also often are in conflict.  And it is your job to reconcile those conflicts and decide on a course 
of action.   

 
Tech transfer officers well know that that it is not an easy task given the high degree of uncertainty 

associated with each potential path.  Some transfer officers will simply decide to do nothing, preferring 
not to take the risk of alienating donors, funders or risking additional press for the university.  Others 
may try to obtain a small portion of the real value by licensing the patent for relatively modest amounts.  
Others, like Carnegie-Mellon University, which recently obtained an infringement award of over $1 
billion, will decide the upside outweighs the downside.  What tech transfer officers really need is a 
logical decision process by which to decide these questions, and that process is available. 

 
First, there needs to be a valuation put on the relevant factors.  So, for example, there needs to be a 

realistic estimate of how valuable the patent is.  Most tech transfer offices do not have the expertise or 
resources to make that evaluation.  Fortunately, there are companies like mine which have extensive 
due diligence teams, made up of scientists, financial analysts and patent attorneys, who can assist you 
making that evaluation at no cost to the university.  There also needs to be a realistic estimate of the 
cost to recover a fair royalty.  Again, there are companies like mine which are willing to monetize the 
patents at no cost to the university, sharing the net recovery with the university.  There also, however, 
needs to be an estimate of the price which might be paid in lost donations and/or grants if the patent is 
enforced through litigation.  This is something which university personnel will need to calculate.  In this 
connection, it is very important that there not be an assumption that the cost outweighs the 
advantages, although doing precisely that is a natural thing to do.   

 
The increasing numbers of universities which are demanding fair compensation for use of their 

patents reflects that more and more universities are recognizing that the rewards are sufficiently great 
not to assume that they won’t be.  Companies like mine can help in evaluating and balancing those 
interests. If you are interested in learning more about how we work with universities, please contact 
Joshua Meltzer, Vice President Business Development, Rembrandt IP Management, LLC at 
Meltzer@RembrandtIP.com or 610-822-0111.   
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